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IN THE UNITED STATES PATE NT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 

Oculus VR, Inc. 

 Petitioner, 

  v. 

Oculus Info Inc. 

 Respondent. 

Cancellation No. 92/058,222 

Registration Ser. No.  3,960,289 

 

STIPULATED MOTION TO AMEND  

PETITION TO CANCEL 

Petitioner Oculus VR, Inc. and Respondent Oculus Info Inc., by and through their 

attorneys, hereby stipulate to the enclosed amendment to Petition to Cancel filed on November 

13, 2013 by Petitioner.  The amendment is to correct a typographical error in the Petitioner’s 

application number identified in paragraphs 3 and 4 of the Petition.  An amended red-line of the 

original petition and a new, clean Petition are attached as Exhibits 1 and 2, respectively. 

January 22, 2014  
 

Respectfully submitted, 

/s/ Anessa Owen Kramer/  
Annessa Owen Kramer 
39400 Woodward Avenue 
Suite 101 
Bloomfield Hills, MI 48304-5151 
Phone: (248) 566-8406 
 
Attorney for Respondent  
Oculus Info Inc. 

/s/ jonathan pearce  
Jonathan Pearce,  
Cal. Bar No. 245,776 
jpearce@socalip.com  
SOCAL IP LAW GROUP LLP 
310 N. Westlake Blvd., Suite 120 
Westlake Village, CA 91362-3788 
Phone: (805) 230-1350 x350 
Fax: (805) 230-1355 

Attorney for Petitioner  
Oculus VR, Inc. 



IN THE UNITED STATES PATE NT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 

Oculus VR, Inc. 

 Petitioner, 

  v. 

Oculus Info Inc. 

 Respondent. 

Cancellation No. 92/058,222 

Registration Ser. No.  3,960,289 

 

CERTIFICATE OF SERVICE 

I hereby certify that a true and complete copy of the foregoing STIPULATED MOTION 

TO AMEND PETITON TO CANCEL has been served on Anessa Owen Kramer, attorney of 

record for Respondent, by emailing said copy on January 22, 2014, to:  

AKramer@honigman.com. 

 

January 22, 2014      /s/ Anneliese Lomonaco  

  



 

 

 

 

EXHIBIT 1 

  



IN THE UNITED STATES PATE NT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 

Oculus VR, Inc. 

 Petitioner, 

  v. 

Oculus Info Inc. 

 Registrant. 

Cancellation No.  

Registration Ser. No.  3,960,289 

 

PETITION TO CANCEL 

Petitioner Oculus VR, Inc. (hereinafter “OVR” or the “Petitioner”) requests that the 

Trademark Trial and Appeal Board cancel United States Trademark Registration No. 3,960,289 

for the mark “OCULUS INFO INC.” issued to Oculus Info Inc. (the “Registrant”) on May 17, 

2011 for use in connection with “computer software for use by commercial analysts and 

government intelligence analysts for data visualization applications; all of the foregoing goods 

exclude computer hardware and software used in the field of computer information security and 

privacy for keeping information displayed on computer monitors visually secure and private” in 

International Class 009 and in connection with  “design and development of computer software; 

computer software consulting services; all of the foregoing services exclude the design and 

development of and consulting regarding computer hardware and software used in the field of 

computer information security and privacy for keeping information displayed on computer 

monitors visually secure and private” in International Class 042 (the “Registration”).   

The grounds asserted by Petitioner are as follows: 

1. The Petitioner is Oculus VR, Inc., a Delaware corporation whose principle address is 

19800 MacArthur Blvd., Suite 450, Irvine, CA 92612. 



2. Petitioner  is the owner of trademark registration number 4,424,543 for the “OCULUS 

VR” mark in class 28 for goods of “Virtual reality headsets and helmets adapted for use in 

playing video games.” 

3. Petitioner is also the owner of trademark application number 85/392839,272 to register 

the mark OCULUS VR in class 42 for services of “Computer hardware and software design.” 

(the “Application”). 

4. Petitioner has filed, concurrently with this petition, an amendment to the services 

description in application number 85/392839,272 to read, “design and development of computer 

game hardware and software and virtual reality hardware and software.” 

5. Petitioner’s Application has been refused registration by the Examining Attorney based 

upon an alleged likelihood of confusion with the mark in the Registration. 

6. Specifically, the Examining Attorney has refused registration on the basis of likelihood of 

confusion on the grounds that “both parties are providing computer software design.”  

7. Registrant appears to be in the business of designing and selling business visualization 

software that enables, for example, large data sets to be viewed in one or more graphical forms. 

8. Petitioner is in the business of designing, manufacturing, and selling virtual reality 

hardware and software including virtual reality headsets and the hardware and software 

necessary to cause the virtual reality headsets to function.  Petitioner’s hardware and software are 

used in conjunction with video games. 

9. Petitioner participated in a successful “Kickstarter” campaign that resulted in the creation 

of its virtual reality headset, the founding of the company and a great deal of positive press 

regarding the virtual reality headset. 

10. By refusing to register to Application, Petitioner is being damaged and will continue to 

be damaged. 



COUNT ONE – NON-USE OF THE MARK 

11. Upon information and belief, and incorporating all allegations set forth above, Registrant 

has not used and is not currently using the mark shown in the Registration in conjunction with 

any of the goods and services identified in the Registration as a trademark or service mark. 

12. Specifically, the Registrant’s specimen, filed on July 18, 2008 along with the application 

shows two alleged uses of the mark.   

13. The first specimen1 consists of the phrase “Oculus Info Inc.” appears in small print on 

what appears to be the first page of a user’s manual for “Commandsight 4.1” software.  This 

alleged use of the mark is merely an identification of the trade name of the Registrant,  its 

Canadian corporate name and does not demonstrate use of the mark “Oculus Info Inc.” as a 

trademark. (See, Lanham Act § 45; see, e.g.,  In re Diamond Hill Farms, 32 USPQ2d 1383 

(TTAB 1994) (DIAMOND HILL FARMS, as used on containers for goods, found to be a trade 

name that identifies applicant as a business entity rather than a mark that identifies applicant's 

goods and distinguishes them from those of others)).  Trade names are not registerable as 

trademarks. See In re Letica Corp., 226 USPQ 276, 277 (TTAB 1985) ("[T]here was a clear 

intention by the Congress to draw a line between indicia which perform only trade name 

functions and indicia which perform or also perform the function of trademarks or service 

marks."). 

14. The second specimen2 consists of a whitepaper regarding the “Oculus Excel Visualizer” 

which uses “Oculus Info Inc.” in the same manner as the first specimen as a trade name and 

further includes the phrase “© 2006 Oculus Info Inc.” appears in tiny print at the bottom of each 

page.  This is the trade name of  the Registrant Canadian corporation in a copyright notice and 

not a use of the mark “Oculus Info Inc. as a service mark and is merely an identification of the 

trade name of the Registrant.  

15. Upon a reasonable search, as of the date of this Petition, Registrant’s web site 

www.oculusinfo.com does not include a single trademark or service mark use of the mark that is 

""""""""""""""""""""""""""""""""""""""""""""""""""""""""""""
1 Attached as Exhibit A to this Petition. 
2 Attached as Exhibit B to this Petition. 



the subject of the Registration.  All uses of the phrase “Oculus Info Inc.” on the site either refer 

to the company’s corporate name or are copyright notices identifying the corporate entity 

claiming copyright ownership of portions of the site or materials appearing thereon. 

16. Upon information and belief, Registrant has not used the mark that is the subject of the 

Registration in any way as more than a mere trade name. 

17. Accordingly, Registrant has no bona fide use of the mark identified in the Registration in 

the U.S.  As such, Registrant’s Registration should be cancelled for non-use. 

COUNT TWO - ABANDONMENT 

18. In addition, regardless of any alleged past use of the mark, on information and belief, and 

incorporating all of the allegations above, the Registrant has not used the mark in commerce, or 

at all, in connection with any of the identified goods and services for at least the last three years. 

ShutEmDown Sports Inc. v. Lacy, 102 U.S.P.Q.2d 1036 (T.T.A.B. 2012) (more than three years 

of nonuse, commencing with filing date for majority of the identified goods, and no evidence 

rebutting prima facie showing); Auburn Farms, Inc. v. McKee Foods Corp., 51 U.S.P.Q.2d 1439 

(T.T.A.B. 1998). Cf. General Motors Corp. v. Aristide & Co., Antiquaire de Marques, 87 

U.S.P.Q.2d 1179 (T.T.A.B. 2008) (plaintiff could not prove priority because it abandoned mark 

with no intent to resume use prior to use by defendant). 

19. Registrant has abandoned the mark under 15 U.S.C. § 1127(d).  As such Registrant’s 

Registration should be cancelled on the basis of abandonment. 

COUNT THREE – RESTRICTION UNDER § 18 

20. In the alternative, incorporating all of the allegations above, the Registrant requests 

restriction of the goods and services description of Registrant’s mark (the “Proposed 

Restriction”) to the following (deletions shown in strikeout and additions in underline): 

21. In class 009: Computer software for use by commercial analysts and government 

intelligence analysts for data visualization applications; all of the foregoing goods exclude 

computer hardware and software used in the field of computer information security and privacy 

for keeping information displayed on computer monitors visually secure and private and all of 



the foregoing goods further exclude computer game hardware and software and virtual reality 

hardware and software. 

22. In class 042: Design and development of computer software; computer software 

consulting services; all of the foregoing services exclude the design and development of and 

consulting regarding computer hardware and software used in the field of computer information 

security and privacy for keeping information displayed on computer monitors visually secure and 

private and all of the foregoing services further exclude the design and development of computer 

game software and virtual reality hardware and software. 

23. Likelihood of confusion would be avoided by the Proposed Restriction because 

Applicant’s services description is now for services of “design and development of computer 

game hardware and software and virtual reality hardware and software.” These goods and 

services are explicitly excluded by the Proposed Restriction. 

24. Based upon information and belief, Registrant has not used the mark that is the subject of 

the Registration in connection with any of the services now identified in the Application. 

25. Furthermore, upon information and belief, the consumers of the goods and services of the 

Registrant and the Applicant are substantially different and the channels of trade associated with 

both parties are also substantially different.  Were the Board to grant a restriction based upon the 

Proposed Restriction, likelihood of confusion will be avoided. 

"  



PRAYER FOR RELIEF 

26. WHEREFORE, Oculus VR, Inc. respectfully petitions for cancellation of registration 

number 3,960,289 in its entirety, or alternatively, for partial cancellation under Lanham Act § 18 

limiting the  goods and services to the Proposed Restriction set forth above. See, e.g., Eurostar, 

Inc. v. “Euro-Star” Reitmoden GMBH & Co. KG., (T.T.A.B. 1994). 

CERTIFICATE OF SERVICE 

I hereby certify that Applicant was served this document on this date via first class mail 

to the address of record in the Registration: Anessa Owen Kramer,  Honigman Miller Schwartz 

and Cohn LLP, 39400 Woodward Avenue, Suite 101, Bloomfield Hills, MI 48304.    

 

January 22, 2014November 13, 2013      /s/ jonathan pearce  

  

January 22, 2014November 13, 2013  
 

Respectfully submitted, 

/s/ jonathan pearce  
Jonathan Pearce,  
Cal. Bar No. 245,776 
jpearce@socalip.com  
SOCAL IP LAW GROUP LLP 
310 N. Westlake Blvd., Suite 120 
Westlake Village, CA 91362-3788 
Phone: (805) 230-1350 
Fax: (805) 230-1355 

Attorney for Petitioner  
Oculus VR, Inc. 

























 

 

 

 

EXHIBIT 2 

 



IN THE UNITED STATES PATE NT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 

Oculus VR, Inc. 

 Petitioner, 

  v. 

Oculus Info Inc. 

 Registrant. 

Cancellation No.  

Registration Ser. No.  3,960,289 

 

PETITION TO CANCEL 

Petitioner Oculus VR, Inc. (hereinafter “OVR” or the “Petitioner”) requests that the 

Trademark Trial and Appeal Board cancel United States Trademark Registration No. 3,960,289 

for the mark “OCULUS INFO INC.” issued to Oculus Info Inc. (the “Registrant”) on May 17, 

2011 for use in connection with “computer software for use by commercial analysts and 

government intelligence analysts for data visualization applications; all of the foregoing goods 

exclude computer hardware and software used in the field of computer information security and 

privacy for keeping information displayed on computer monitors visually secure and private” in 

International Class 009 and in connection with  “design and development of computer software; 

computer software consulting services; all of the foregoing services exclude the design and 

development of and consulting regarding computer hardware and software used in the field of 

computer information security and privacy for keeping information displayed on computer 

monitors visually secure and private” in International Class 042 (the “Registration”).   

The grounds asserted by Petitioner are as follows: 

1. The Petitioner is Oculus VR, Inc., a Delaware corporation whose principle address is 

19800 MacArthur Blvd., Suite 450, Irvine, CA 92612. 



2. Petitioner is the owner of trademark registration number 4,424,543 for the “OCULUS 

VR” mark in class 28 for goods of “Virtual reality headsets and helmets adapted for use in 

playing video games.” 

3. Petitioner is also the owner of trademark application number 85/839,272 to register the 

mark OCULUS VR in class 42 for services of “Computer hardware and software design.” (the 

“Application”). 

4. Petitioner has filed, concurrently with this petition, an amendment to the services 

description in application number 85/839,272 to read, “design and development of computer 

game hardware and software and virtual reality hardware and software.” 

5. Petitioner’s Application has been refused registration by the Examining Attorney based 

upon an alleged likelihood of confusion with the mark in the Registration. 

6. Specifically, the Examining Attorney has refused registration on the basis of likelihood of 

confusion on the grounds that “both parties are providing computer software design.”  

7. Registrant appears to be in the business of designing and selling business visualization 

software that enables, for example, large data sets to be viewed in one or more graphical forms. 

8. Petitioner is in the business of designing, manufacturing, and selling virtual reality 

hardware and software including virtual reality headsets and the hardware and software 

necessary to cause the virtual reality headsets to function.  Petitioner’s hardware and software are 

used in conjunction with video games. 

9. Petitioner participated in a successful “Kickstarter” campaign that resulted in the creation 

of its virtual reality headset, the founding of the company and a great deal of positive press 

regarding the virtual reality headset. 

10. By refusing to register to Application, Petitioner is being damaged and will continue to 

be damaged. 



COUNT ONE – NON-USE OF THE MARK 

11. Upon information and belief, and incorporating all allegations set forth above, Registrant 

has not used and is not currently using the mark shown in the Registration in conjunction with 

any of the goods and services identified in the Registration as a trademark or service mark. 

12. Specifically, the Registrant’s specimen, filed on July 18, 2008 along with the application 

shows two alleged uses of the mark.   

13. The first specimen1 consists of the phrase “Oculus Info Inc.” appears in small print on 

what appears to be the first page of a user’s manual for “Commandsight 4.1” software.  This 

alleged use of the mark is merely an identification of the trade name of the Registrant,  its 

Canadian corporate name and does not demonstrate use of the mark “Oculus Info Inc.” as a 

trademark. (See, Lanham Act § 45; see, e.g.,  In re Diamond Hill Farms, 32 USPQ2d 1383 

(TTAB 1994) (DIAMOND HILL FARMS, as used on containers for goods, found to be a trade 

name that identifies applicant as a business entity rather than a mark that identifies applicant's 

goods and distinguishes them from those of others)).  Trade names are not registerable as 

trademarks. See In re Letica Corp., 226 USPQ 276, 277 (TTAB 1985) ("[T]here was a clear 

intention by the Congress to draw a line between indicia which perform only trade name 

functions and indicia which perform or also perform the function of trademarks or service 

marks."). 

14. The second specimen2 consists of a whitepaper regarding the “Oculus Excel Visualizer” 

which uses “Oculus Info Inc.” in the same manner as the first specimen as a trade name and 

further includes the phrase “© 2006 Oculus Info Inc.” appears in tiny print at the bottom of each 

page.  This is the trade name of  the Registrant Canadian corporation in a copyright notice and 

not a use of the mark “Oculus Info Inc. as a service mark and is merely an identification of the 

trade name of the Registrant.  

15. Upon a reasonable search, as of the date of this Petition, Registrant’s web site 

www.oculusinfo.com does not include a single trademark or service mark use of the mark that is 

""""""""""""""""""""""""""""""""""""""""""""""""""""""""""""
1 Attached as Exhibit A to this Petition. 
2 Attached as Exhibit B to this Petition. 



the subject of the Registration.  All uses of the phrase “Oculus Info Inc.” on the site either refer 

to the company’s corporate name or are copyright notices identifying the corporate entity 

claiming copyright ownership of portions of the site or materials appearing thereon. 

16. Upon information and belief, Registrant has not used the mark that is the subject of the 

Registration in any way as more than a mere trade name. 

17. Accordingly, Registrant has no bona fide use of the mark identified in the Registration in 

the U.S.  As such, Registrant’s Registration should be cancelled for non-use. 

COUNT TWO - ABANDONMENT 

18. In addition, regardless of any alleged past use of the mark, on information and belief, and 

incorporating all of the allegations above, the Registrant has not used the mark in commerce, or 

at all, in connection with any of the identified goods and services for at least the last three years. 

ShutEmDown Sports Inc. v. Lacy, 102 U.S.P.Q.2d 1036 (T.T.A.B. 2012) (more than three years 

of nonuse, commencing with filing date for majority of the identified goods, and no evidence 

rebutting prima facie showing); Auburn Farms, Inc. v. McKee Foods Corp., 51 U.S.P.Q.2d 1439 

(T.T.A.B. 1998). Cf. General Motors Corp. v. Aristide & Co., Antiquaire de Marques, 87 

U.S.P.Q.2d 1179 (T.T.A.B. 2008) (plaintiff could not prove priority because it abandoned mark 

with no intent to resume use prior to use by defendant). 

19. Registrant has abandoned the mark under 15 U.S.C. § 1127(d).  As such Registrant’s 

Registration should be cancelled on the basis of abandonment. 

COUNT THREE – RESTRICTION UNDER § 18 

20. In the alternative, incorporating all of the allegations above, the Registrant requests 

restriction of the goods and services description of Registrant’s mark (the “Proposed 

Restriction”) to the following (deletions shown in strikeout and additions in underline): 

21. In class 009: Computer software for use by commercial analysts and government 

intelligence analysts for data visualization applications; all of the foregoing goods exclude 

computer hardware and software used in the field of computer information security and privacy 

for keeping information displayed on computer monitors visually secure and private and all of 



the foregoing goods further exclude computer game hardware and software and virtual reality 

hardware and software. 

22. In class 042: Design and development of computer software; computer software 

consulting services; all of the foregoing services exclude the design and development of and 

consulting regarding computer hardware and software used in the field of computer information 

security and privacy for keeping information displayed on computer monitors visually secure and 

private and all of the foregoing services further exclude the design and development of computer 

game software and virtual reality hardware and software. 

23. Likelihood of confusion would be avoided by the Proposed Restriction because 

Applicant’s services description is now for services of “design and development of computer 

game hardware and software and virtual reality hardware and software.” These goods and 

services are explicitly excluded by the Proposed Restriction. 

24. Based upon information and belief, Registrant has not used the mark that is the subject of 

the Registration in connection with any of the services now identified in the Application. 

25. Furthermore, upon information and belief, the consumers of the goods and services of the 

Registrant and the Applicant are substantially different and the channels of trade associated with 

both parties are also substantially different.  Were the Board to grant a restriction based upon the 

Proposed Restriction, likelihood of confusion will be avoided. 

"  



PRAYER FOR RELIEF 

26. WHEREFORE, Oculus VR, Inc. respectfully petitions for cancellation of registration 

number 3,960,289 in its entirety, or alternatively, for partial cancellation under Lanham Act § 18 

limiting the  goods and services to the Proposed Restriction set forth above. See, e.g., Eurostar, 

Inc. v. “Euro-Star” Reitmoden GMBH & Co. KG., (T.T.A.B. 1994). 

CERTIFICATE OF SERVICE 

I hereby certify that Applicant was served this document on this date via first class mail 

to the address of record in the Registration: Anessa Owen Kramer, Honigman Miller Schwartz 

and Cohn LLP, 39400 Woodward Avenue, Suite 101, Bloomfield Hills, MI 48304.    

 

January 22, 2014      /s/ jonathan pearce  

  

January 22, 2014  
 

Respectfully submitted, 

/s/ jonathan pearce  
Jonathan Pearce,  
Cal. Bar No. 245,776 
jpearce@socalip.com  
SOCAL IP LAW GROUP LLP 
310 N. Westlake Blvd., Suite 120 
Westlake Village, CA 91362-3788 
Phone: (805) 230-1350 
Fax: (805) 230-1355 

Attorney for Petitioner  
Oculus VR, Inc. 
























